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requests consideration of the following remarks in support of the rejoinder of claims 1- 
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REMARKS 

In the Office Action mailed March 5, 2004, the Examiner imposed a two-way 
restriction of claims 1-32. The Examiner identified Group I, claims 16-32, as "drawn to a 
magnetic resonance imaging (MRI) apparatus for acquiring medical imaging data" in 
class 378, subclass 162, and identified Group IT, claims 1-15, as "drawn to specific 
functions of a Graphical User Interface (GUI) for prescribing medical imaging session" 
in class 345, subclass 810. In response, Applicant timely filed an election with traverse 
and remarks supportive thereof In the most recent Office Action, mailed June 14, 2004, 
the Examiner withdrew non-elected claims 16-32 from consideration. Applicant believes 
that the Examiner's restriction of claims 1-32 is incomplete and improper and therefore 
requests review of the Examiner's holding. 

In the original Restriction, the Examiner indicated that the identified groups arc 

"distinct" and related as combination (Group I) and subcombination (Group II), The 

Examiner reasoned that: 

Proncr functioning of the magnet, wherein a magnetic field is created in 
order to obtain MR images, does not require the specific functions of GUI 
as disclosed for invention II. The GUI allows user input during the 
medical imaging process, but the user input is not required. The MRI 
apparatus is able to obtain MR images in automatic mode based on pre- 
programmed automation process without the need for user input using the 
GUI. (Office Action mailed 5/4/04, emphasis added). 

The Examiner also asserted that the subcombination has separate utility as a GUI for 

several modalities of medical imaging other than MRI. 

According to MPEP §806.05(o), "inventions arc distinct if it can be shown that a 

combination as claimed: (A) docs not require the particulars of the subcombination as 

claimed for patentability ." (Emphasis added). Thus, whether a subcombination is 

required for "proper functioning" of the combination is wholly irrelevant to restriction 

analysis. The patentability of a combination is independent of the combination's ability 

to perform a particular function without the subcombination. The Examiner's stated 

rationale, true or not, has no bearing on whether restriction is proper between Groups I 

and II. Section 806.05(c) further states that "[i]f there is no evidence that combination 

ABsp is patentable without the details of Bsp, restriction should not be required." 



2 



PAGE 2/19 ' RCVD AT 8/16/2004 5:59:29 PM [Eastern Daylight Time] * SVR:USPT0€FXRF-1/1 * DNlS:3729306 * CS1D:1 2623762994 < DURATION (mnws):0M8 



Aug. 16. 2004 4:56PM ZPS GROUP LLC 



No. 5247 P. 3 



TrevinoetaL S/N: 09/683,129 

(Emphasis added). Stated otherwise, to prove that the combination and subcombination 
are distinct, the Examiner must provide evidence of novelty found solely in the 
combination. As noted in the Election Response filed April 1 , 2004, "Applicant does not 
contend that an MRI apparatus and a method for acquiring medical images are patentable 
without the details of the subcombination." Therefore, since the Examiner has not 
provided any evidence showing the combination to be patentable without the 
subcombination, and since Applicant has not asserted patentability of the combination 
without the subcombination, restriction is not proper. 

The Examiner further contended that 4t the subcombination has separate utility 
such as the GUT of invention II is applicable to a plurality of medical imaging apparatus, 
such as CT, X-ray, and ultrasound imaging." However, separate utility of the 
subcombination is irrelevant when the combination and subcombination are not distinct. 
In the Election, Applicant referred the Examiner to MPEP §806.05(c), which states that 
u [w]here the relationship between the claims is such that the separately claimed 
subcombination Bsp constitutes the essential distinguishing feature of the combination 
ABsp as claimed, the inventions are not distinct and a requirement for restriction must 
not be made, even though the su b combination has separate utility " (Emphasis added). 
Since it has not been shown that the combination is patentable without the 
subcombination, the inventions are not distinct and separate utility of the subcombination 
is therefore immaterial. 

Applicant has also shown that elements expressly called for in the claims illustrate 
these points. As noted above, the Examiner has identified Group 1 as drawn to an MRI 
apparatus, and Group II as drawn to a GUI for prescribing medical imaging sessions. 
However, in the Election Response Applicant noted that claims 1 6, 1 8, 20, 21 , 22, 23, 24, 
25, 26, 27, 29, 30, and 32 of Group I call for a "GUI" and describe attributes thereof An 
examination of all the claims of each group, rather than merely the independent claims, 
shows that the two groupings contain similar elements and arc interrelated. Thus, it 
cannot be said that the combination as claimed does not require the subcombination since 
a significant portion of the claims of the combination call for and are expressly directed 
to a medical imaging GUI and its functionality. 
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In the most recent Office Action, the Examiner stated that "the details of the GUI 
as disclosed in Group 11 are not incorporated 7 * into Group I. However, most of the 
particular details mentioned by the Examiner actually are called for in the claims of 
Group L The Examiner first asserted that "a plurality of modularizing selectors," does 
not exist in Group L However, claim 25 of Group 1 plainly calls for "a number of ... 
modularizing tabs " The Examiner also contended that "a plurality of modularizing 
selectors aligned vertically" is not found in Group I. However, claim 29 of Group 1 states 
that "the number of modularizing tabs arc arranged vertically." The Examiner then noted 
"status indicators" as missing from Group L However, claim 32 of Group I expressly 
calls for "a number of status indicators." 

Also, the "messaging module" noted by (he Examiner can be found in claims 30 
and 31 of Group 1. The function of the messaging module of claim 1 is to "display 
messages regarding the imaging application." Claim 30 calls for the step of "displaying 
messages to an operator in a bottom region of the GUI," and claim 31 lists several 
examples of what the messages might contain. Therefore, claims 30 and 31 call for a 
"messaging module" in even more detail than found in Group 11. Finally, claims 20, 30, 
and 31 of Group 1 call for, in part, "a plurality of windows corresponding in number to 
the plurality of modularizing selectors, the plurality of windows configured to present a 
number of scan parameters'* and "a messaging module including] a pop-up dialog 
configured to display an invalidity of a user input," as called for in Group II. 

Furthermore, Applicant also believes that the Examiner's procedural basis for 
restriction is improper since (1) no distinctiveness has been shown between the groups, 
and (2) the Examiner has not stated a reason for insisting on restriction. MPEP §808 
states that "[c]very requirement to restrict has two aspects: (A) the reasons (as 
distinguished from the mere statement of conclusion) why the inventions as claimed are 
either independent or distinct; and (B) the reasons for insisting upon restriction 
therebetween as set forth in the following sections." As shown above, the groupings are 
not distinct. In addition, assuming the inventions arc independent or distinct, the 
Examiner has not thus far provided any reasons for insisting on restriction as required by 
MPEP §808.02. Such reasons must be set forth by the Examiner, and in their absence, 
the present restriction is improper. 
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In sum, since the Examiner has not shown that the combination claims are 
patentable without the elements of the subcombination claims, the inventions are not 
distinct. Since the inventions are not distinct, separate utility of the subcombination is 
immaterial. In addition, an examination of all the claims of the restricted groups 
evidences that the inventions are interrelated and that the combination as claimed clearly 
requires the subcombination. Therefore, the rejection is procedurally incomplete and 
cannot be sustained. For al least these reasons, Applicant respectfully requests rejoinder 
of all claims. 

A Fee Transmittal form is enclosed. 

Applicant appreciates the consideration of these Remarks and cordially invites a 
call to the undersigned, should any matters be deemed unresolved. 




imw@2pspatents.cQm 

Dated: 

Attorney Docket No.: GEMS808U08 

P.O. ADDRESS: 

Ziolkowski Patent Solutions Group, LLC 
14135 North Cedarburg Road 
Mequon,WI 53097-1416 
262-376-5170 
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